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DETAILED ACTION 



Election/Restrictions 

Applicant's election with traverse of Invention I, claims 63-84 in the reply filed on 
April 17, 2006 is acknowledged. The traversal is on the ground(s) of a non-burdensome 
search on the examiner. In response to applicant's argument that the search of all the 
inventions is similar and, thus, the burden on the examiner would not be significant, "a 
serious burden on the examiner may be prima facie shown if the examiner shows by 
appropriate explanation of separate classification" (see M.P.E.P. § 808.02). In the 
instant case, the inventions have separate classifications. The requirement is still 
deemed proper and is therefore made FINAL. 

Claims 85-90 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on April 17, 2006. 

Claim Objections 

Claim 77 is objected to because of the following informalities: Throughout claim 
77, which bore is applicant referring to, since applicant claimed a plurality of bores in 
claim 63. For examination purposes, each bore will be considered to include the 
structural limitations as set forth in claim 77. Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 63-67, 69-71 and 73-84 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Pohndorf et al. (US Patent Number 5,904,683). 

Pohndorf et al. disclose a device comprising a generally rigid arcuate shaped 
plate, 10, having a top and bottom side, a plurality of bores defined by the plate and 
passing through the plate from the top side to the bottom side, bone anchors, 32, having 
a head with a top surface and a shank, a retainer, 44, being positioned within at least 
one of the bores between the top side and the bottom side of the plate, the retainer 
having (i) an initial position where at least a first portion of the retainer partially 
intersects the bore, (ii) a passage position wherein the head of the anchor inserted into 
the bore has passed the retainer as the anchor is driven to secure the plate to the 
respective vertebra, and (iii) a retention position where the at least a first portion of the 
retainer partially intersects the bore and is located proximal to the top surface of the 
head, wherein the retainer has a closed end portion which is stabilized with respect to 
the plate and has generally straight portions extending from the closed end and across 
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at least a portion of the bore (see figures 1 and 11) There are first and second bores 
relative to their corresponding vertebrae (see figures 1, 7 and 15). The anchor may or 
may not translate relative to the plate (see figures 8 and 9). The bores comprise 
recesses, which define a channel for receiving the retainer (see figure 11). When the 
anchor is in place the retainer is positioned above the top surface of the anchor (see 
figure 11). The plate includes a shoulder extending into the bore proximate the bottom 
surface of the plate and defining in part the bore for receiving the shank of the anchor, 
the shoulder having an arcuate profile, the head of the anchor having a generally 
bottom surface with an arcuate profile, the shank of the anchor being smaller than the 
aperture, the head being larger than the portion of the bore at the shoulder, and the 
arcuate profile of the shoulder being complementary to the arc of the bottom surface of 
the head, wherein the head of the anchor has a generally arcuate bottom surface, and 
the bottom surface cams against generally straight portions of the retainer so as to open 
the retainer from the initial position to the passage position so as to permit the head to 
pass therethrough (see figure 11). 

The retainer position shifts to the retention position after the head is driven past 
the retainer such that the top surface of the anchor is unable to cam open the generally 
straight portions of the retainer so as to prevent anchor back-out (see figure 11). In 
addition, the retainer has a generally upwardly facing surface portion, a generally 
downwardly facing surface portion, and a generally inwardly facing surface portion, and 
the anchor head contacts at least one of the surface portions thereby to shift the 
retainer between the initial position and the retention position (see figures 11-13). The 
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anchor head cams against at least one of the surface portions of the retainer thereby to 
shift the retainer between the initial position and the retention position (see figure 11). 
The retainer follows a continuous path and participates in defining an opening along the 
bore through which the anchor passes as the anchor secures the plate to the vertebra 
(see figure 11). In addition, the generally straight portions of the retainer extending 
between the first and second ends are generally parallel in the initial position (see figure 
11). 

With regard to the statement of intended use and other functional statements, 
they do not impose any structural limitations on the claims distinguishable over 
Pohndorf et al., which is capable of being used as claimed if one so desires to do so. In 
re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). Furthermore, the law of anticipation does not require that the reference "teach" 
what the subject patent teaches, but rather it is only necessary that the claims under 
attack "read on" something in the reference. Kalman v. Kimberly Clark Corp., 218 USPQ 
781 (CCPA 1983). Furthermore, the manner in which a device is intended to be 
employed does not differentiate the claimed apparatus from prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Claims 63-69 and 71-84 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Bailey et al. (US Patent Publication Number 2002/0151899). 

Bailey et al. disclose a device comprising a generally rigid arcuate shaped plate, 
12, having a top and bottom side, a plurality of bores defined by the plate and passing 
through the plate from the top side to the bottom side, bone anchors, 14, having a head 
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with a top surface and a shank, a retainer, 16, being positioned within at least one of the 
bores between the top side and the bottom side of the plate, the retainer having (i) an 
initial position where at least a first portion of the retainer partially intersects the bore, (ii) 
a passage position wherein the head of the anchor inserted into the bore has passed 
the retainer as the anchor is driven to secure the plate to the respective vertebra, and 
(iii) a retention position where the at least a first portion of the retainer partially 
intersects the bore and is located proximal to the top surface of the head, wherein the 
retainer has a closed end portion which is stabilized with respect to the plate and has 
generally straight portions extending from the closed end and across at least a portion 
of the bore (see figures 1 and 4) There are first, second and third bores relative to their 
corresponding vertebrae (see figure 6). The anchor may translate relative to the plate 
(see paragraph 0015). Bailey et al. discloses both elongated and circular bores (see 
figure 5). The bores comprise recesses, which define a channel for receiving the 
retainer (see figure 4). When the anchor is in place the retainer is positioned above the 
top surface of the anchor (see figure 1). The plate includes a shoulder extending into 
the bore proximate the bottom surface of the plate and defining in part the bore for 
receiving the shank of the anchor, the shoulder having an arcuate profile, the head of 
the anchor having a generally bottom surface with an arcuate profile, the shank of the 
anchor being smaller than the aperture, the head being larger than the portion of the 
bore at the shoulder, and the arcuate profile of the shoulder being complementary to the 
arc of the bottom surface of the head, wherein the head of the anchor has a generally 
arcuate bottom surface, and the bottom surface cams against generally straight portions 
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of the retainer so as to open the retainer from the initial position to the passage position 
so as to permit the head to pass therethrough (see figure 4). 

The retainer position shifts to the retention position after the head is driven past 
the retainer such that the top surface of the anchor is unable to cam open the generally 
straight portions of the retainer so as to prevent anchor back-out (see figures 1 and 4). 
In addition, the retainer has a generally upwardly facing surface portion, a generally 
downwardly facing surface portion, and a generally inwardly facing surface portion, and 
the anchor head contacts at least one of the surface portions thereby to shift the 
retainer between the initial position and the retention position (see figures 1, 2 and 4). 
The anchor head cams against at least one of the surface portions of the retainer 
thereby to shift the retainer between the initial position and the retention position (see 
figure 4). The retainer follows a continuous path and participates in defining an opening 
along the bore through which the anchor passes as the anchor secures the plate to the 
vertebra (see figures 1, 2 and 4). In addition, the generally straight portions of the 
retainer extending between the first and second ends are generally parallel in the initial 
position (see figures 1 , 2 and 4). 

With regard to the statement of intended use and other functional statements, 
they do not impose any structural limitations on the claims distinguishable over Bailey et 
al., which is capable of being used as claimed if one so desires to do so. In re Casey, 
152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 
Furthermore, the law of anticipation does not require that the reference "teach" what the 
subject patent teaches, but rather it is only necessary that the claims under attack "read 
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on" something in the reference. Kalman v. Kimberly Clark Corp., 218 USPQ 781 (CCPA 
1983). Furthermore, the manner in which a device is intended to be employed does not 
differentiate the claimed apparatus from prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Claims 63-75 and 77-84 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hawkes et al. (US Patent Number 6,679,883). 

Hawkes et al. disclose a device comprising a generally rigid arcuate shaped 
plate, 60, having a top and bottom side, a plurality of bores defined by the plate and 
passing through the plate from the top side to the bottom side, bone anchors, 70, having 
a head with a top surface and a shank, a retainer, 64, being positioned within at least 
one of the bores between the top side and the bottom side of the plate, the retainer 
having (i) an initial position where at least a first portion of the retainer partially 
intersects the bore, (ii) a passage position wherein the head of the anchor inserted into 
the bore has passed the retainer as the anchor is driven to secure the plate to the 
respective vertebra, and (iii) a retention position where the at least a first portion of the 
retainer partially intersects the bore and is located proximal to the top surface of the 
head, wherein the retainer has a closed end portion which is stabilized with respect to 
the plate and has generally straight portions extending from the closed end and across 
at least a portion of the bore (see figures 4-6) There are first, second and third bores 
relative to their corresponding vertebrae (see figures 1 and 8). The anchor may or may 
not translate relative to the plate (see column 7, lines 30-38). Hawkes et al. discloses 
both elongated and circular bores (see figures 1 and 8). The bores comprise recesses, 
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which define a channel for receiving the retainer (see figures 4 and 6). The plate 
includes a shoulder extending into the bore proximate the bottom surface of the plate 
and defining in part the bore for receiving the shank of the anchor, the shoulder having 
an arcuate profile, the head of the anchor having a generally bottom surface with an 
arcuate profile, the shank of the anchor being smaller than the aperture, the head being 
larger than the portion of the bore at the shoulder, and the arcuate profile of the 
shoulder being complementary to the arc of the bottom surface of the head, wherein the 
head of the anchor has a generally arcuate bottom surface, and the bottom surface 
cams against generally straight portions of the retainer so as to open the retainer from 
the initial position to the passage position so as to permit the head to pass therethrough 
(see figures 4-6). 

The retainer position shifts to the retention position after the head is driven past 
the retainer such that the top surface of the anchor is unable to cam open the generally 
straight portions of the retainer so as to prevent anchor back-out (see figures 4-6). In 
addition, the retainer has a generally upwardly facing surface portion, a generally 
downwardly facing surface portion, and a generally inwardly facing surface portion, and 
the anchor head contacts at least one of the surface portions thereby to shift the 
retainer between the initial position and the retention position (see figures 4-6). The 
anchor head cams against at least one of the surface portions of the retainer thereby to 
shift the retainer between the initial position and the retention position (see figures 4 and 
6). The retainer follows a continuous path and participates in defining an opening along 
the bore through which the anchor passes as the anchor secures the plate to the 
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vertebra (see figures 4-6). In addition, the generally straight portions of the retainer 
extending between the first and second ends are generally parallel in the initial position 
(see figures 4-6). 

With regard to the statement of intended use and other functional statements, 
they do not impose any structural limitations on the claims distinguishable over Hawkes 
et al., which is capable of being used as claimed if one so desires to do so. In re Casey, 
152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 
Furthermore, the law of anticipation does not require that the reference "teach" what the 
subject patent teaches, but rather it is only necessary that the claims under attack "read 
on" something in the reference. Kalman v. Kimberly Clark Corp., 218 USPQ 781 (CCPA 
1983). Furthermore, the manner in which a device is intended to be employed does not 
differentiate the claimed apparatus from prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO 892 for art cited of interest. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Annette R. Reimers whose telephone number is (571) 
272-7135. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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